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drums 1-24 arc pending in the ah(wc-rcrcrcncccl applicanon. 

Cliiin^s 25o() liavc liccn canceled as lacing drawn to a distinct Invention - 

This is a iwsponsc lo the rcstricfion requirement daled Augusl 9. 2006 wherein the 
Examiner has indicated thai the application is dircclcd to three distinct invenlions. Aceordinii. u> 
35 U.S.C. §121 of (he Patent Low, the Kxaminor required that Appiicanl Hmit the number of 
inventions disclosed to a single patentable invention. According to the EAaniincr, there arc three 
distinct inventions idcnitllcd as rollovvs: 

Group 1: Claims 1-17 are, "drawn to protective ncedJc clip", cla.s.silicd in class 604, 
subelassc!> 1 10: 

Group U: Claims J8-24 arc, "drawn to a metluKi for shicldin*z, a needle tip", 
classified in chiss 604, sul-H:lass 500; and 

Group III Claims 25-30 arc, *'drawn to calheter needle assembly", classified in class 
604, Subclass 93.0 K 

In addition, the Examiner contends that within the group selected, Applicant musl elect a 
sin*ilc species for proscemion on the merits as these species arc also considered palentably 
distinct. In parlicuiiu\ the Cx;iminer contends that die application contains claims dirccicd to the 
following patcntably distincl species of the claimed invention: 

A, Figures 1-3; und 

B, Figures 4-3. 



Applicant provisionally elects the invention of Croup I , which coiresponds to claims 1- 
17. :ind Species A , which corresponds 10 FlGs. 1-3 with traverse . However, as further 
disctissed below, Appiicanl. believes that claims 1-24 should be examined t*)geihcr and ihai FIGs. 
lo and 4-5 are of the same species, one set shown in a ready position and another set in an 
activated position. This is analogous to a car before the ignition is turned on and the same car 
after the lgnii:ion is turned on. 
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MPEP §806.05(c> slulcs lhal: 

Process :ind iippanaiis for ils practice can be shown to be disunct invcnlions, if 
cither or both of ihc (bllowing c;in he shown: (A) lhat. the process as claimed can 
be pracliced by an<ither maicriaily dilTcrcnt apparatus or by hand; or (B) lhal dlC 
apparatus as claimed can l)c used to practice another '"^ materially ditTerent. 
process. 

Applicant submits that the method of claim 18 cannot be practiced by another maienally 
dilTcrcnr apparatus or by hand as it recites the step of moving a hypodermic needle relative lo a 
protecllvc clip and the protective needle clip is the same a^s or substantially the same as the 
protective needle clip recited in claim I . 

Nor could the process be practiced by hand since the meth<xl recited by claim 18 requires 
moving a hypodermic needle relative lo a proieciive needle clip and a hand cannot replace a 
protective needle clip. The hand cannot also be .substituted ibr the step of "allowing at least a 
ponion of the first engaging arm to move radially outwardly away from tiie needle," 

Finally, the apparntus as claimed is designed lo bicxik a lip of a needle, which is why li is 
called a protective needle clip. Hence, the apparatus cannot be practiced for methods unrelated 
to needle tip protection. 

Accordingly, Applicant submits that there is no material difference between the apparatus 
as claimed and the method as claimed. 

Regarding ihe species election requirement, Applicant submits that the Examiner has 
erroneously imposed the species election requirement and that a review of the specification for 
the description of HIOs, 1-3 and FlG.s. 4-5 will clearly show that they arc one of the same. 
Accordingly, rescission of ihc requirement is respectfully requested. 
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MPRP §S06.05(e) slates that: 

Proccsii and apjxiriitiiii fur its practice can he shown to he distinct invcnliims, if 
either or hoih of the following can be shown: (A) thai the process as duirm^el can 
be practiced by another jnalorinlly dtflcrent apparatus or by hand; or (B) that the 
apparatus as claimed c^n be used to practice another * materially different 
process. 

Appltcani submits that the method of claim 18 cannot be practiced by another materially 
dilTcrcnt apparatus or by hand as it recites the step ol^ moving a hyptxicrmic needle relative to a 
protective clip and the protective needle clip is the same a.s or substantially the same as the 
protective needle clip recited in claim I. 

Nor could the process be practiced by hand since the method recited by claim US requires 
moving a hyptklermic needle relative to a protective needle clip and n himd cannot replace a 
protective needle clip. The hand cannot also be substituted for the step of "allowing at least a 
portion of the first engaging arm to move radially outwardly away from the needle." 

Finally, the apparatus as claimed is designed to block a tip of a needle, which is why it is 
called a pwtective needle clip. Hence, the apparatus caniioi l>c practiced for methods unrelated 
to needle lip protection. 

Accordingly, Applicant submits that there is no material difference between the apparatus 
as claimed and the method as claimed. 

Regarding the species election requirement. Applicant submits that the Examiner ha-s 
erroneously imposed the species election requirement and that a review of the specification for 
the description of FlGs- 1-3 and FlGs. 4-5 will clearly show that ihcy arc one of the same. 
Accordingly, rescission of the requirement is respeclftilty requested. 
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Should Ihc Exomincr finds it necessary to speak with Applicunt's allorncy, he is invited 10 
conUiCi the undersigned ai ihc telephone number idcnliftcd below. 



Respect fu I ly subm i tted, 

CHRlS riE, PARKKR & HALE, LLP 




Tcnn H. Dao 
Reg. No. 4^1,611 
626/795-9900 



THD/bi 
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